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Number of Interviewees: One
Difficult Interviewee Accents: [JYes [X No

Other Comments:

START OF TRANSCRIPT

Operator: Thank you for calling LegalZoom. Please remain on the line to be
connected to the next available representative. Need legal advice?
No problem. Although the LegalZoom customer care specialists can’t
provide legal advice, our network of independent attorneys can. Ask

us how. Calls may be recorded for quality assurance and training

purposes.
[Music plays]
Operator: Thank you for holding.
[Music plays]
Operator: Thank you for holding.
[Music plays]
Facilitator: Thank you for calling LegalZoom. This is Will. How can | help you?

[Unclear] words are denoted in square brackets and time stamps may be used to indicate their location within the audio.
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Yeah, hi, Will. | have a trademark that I've requested filing through
LegalZoom and they said that there’s a problem with it, so I'm trying to
just record and understand what | need to do so | can get this properly

filed and moving forward.

Right. | understand this is the trademark review team, so we just
always discuss these types of matters, but let me go ahead and ask
you a few verification questions so | can secure your document. Can |

verify your first and last name?

Sure. My name is Raj, R-A-J, and my last name is Abhyanker,
A-B-H-Y-A-N-K-E-R.

What's the...

What's your name again? Your name is - what's...
My name is Will.

Will, okay.

Yeah. Second verification question. Can you verify the email address

you use at LegalZoom?
R-A-J @ L-E-G-A-L-F-O-R-C-E-L-A-W dot com.

All right. Lastly, what is the name of the trademark that you're

applying for?
[Drawmarkia].

Okay. Yeah, so we had some clarification required with the goods

and services description.
Uh-huh.

Your artist and drawing services website for animation and videos for
businesses. So basically the website’s just there - so | don’t know if
you're trying to trademark the name for a software, like a software as
a service, or if you just provide artist and drawing services directly,
and you just use the website to promote those services so that you

can provide animations of videos for businesses.

PO Box 745 Indooroopilly QLD 4068 AUSTRALIA Ph 1300 662 173 or +61 7 3378 2668

Email enquiries@pacifictranscription.com.au Web www.pacifictranscription.com.au



mailto:enquiries@pacifictranscription.com.au
http://www.pacifictranscription.com.au/

Case 5:17-cv-07194-NC Document 1-1 Filed 12/19/17 Page 15 of 184

Recorded

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Page 3 of 8

Yeah, so what | do is | want to allow customers that have small
businesses and they want to make an animation video for their small
business to explain what that business does, | want to make a stop
motion sketch on a whiteboard and then have them create an

animation for the video they can put on YouTube and on their website.

Are you allowing users to create these videos, or you're doing it
direct? Are you providing the tools so that users can create their own,

or are you doing it for them?

We do it for them and we basically get a questionnaire, what they
want, then we write the storyboard, and then we do the artist’s work
and they can approve it. So we do all the artist stuff.

All right. So this is - when you write artist and drawing services, this is
more like graphic illustration and drawing services. Right?

Right.

The reason I'm asking these questions is because we're trying to - the
Trademark Office has a classification system and so if you were to,
say, do illustration services like the old-fashioned pen and paper
format, that's class 41. But anything digital, digitally created services
are going to fall into class 42. So let me - because computer-related
sources falls under that class. So let me take a look and see what
pre-approved descriptions they have in their database. Then I'm
going to run it by you and see if you want to use that description.
Okay?

Okay.

I'm just wondering, because I'm using one of the template descriptions
in their database, graphic illustration and drawing services mainly, and
then | was going to put - and then in brackets it's - you make - you
write what you want to write to make it indigenous to the applicant. So
graphic illustration and drawing services, namely creating custom
design of graphics and animation for the purpose of creating

animation videos for businesses. But I'm just wondering if this should
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just end up being creating animation videos for businesses, just as

simple as that.
What do you think is better?

Well, so they come to you - | think the artist and drawing services are
implied within the confines of - so if | want to come to you, | come to
you because | want you to create a video for me, for my business, an

animation video.
Right. Yeah. So | make...

Okay. So whatever you do to create those animation videos is on
you, but as a consumer what | want you to give me is an animation
video. So I think that we don’t even have to indicate the illustration
and drawing unless you do those as stand-alone services outside of
creating the animation videos. But it's all about what Drawmarkia is
going to brand identify. So if | think of LegalZoom, I think of them as a

document processing company. Right?
Yes.

If | think of Drawmarkia, I'm going to think of, oh, | need to contact

Drawmarkia so that they can create an animation video for me.
Right. Yes.

Would you agree with that? Does that make sense?

Yeah, I think I'll go with what you recommend.

Okay. So | put - I'm just checking out one other thing to see if | can
incorporate this into the description. So they have a description in the
database that just reads animation design for others. So | was going
to kind of modify that so that it reads animation design for others,

namely creating animation videos for businesses.

Okay. So is that the best description you think? Is that the best?
Okay, yeah, whatever you think.

Yeah, | mean, as long - so these descriptions are not used for

advertisement purposes. Right? So they're just there to steer your
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trademark in its right designation or right classification, so that it's
clear to the Trademark Office that you're looking to seek it - so in your

case you're going to be either under class 42 or 35.
Okay.

Class 42, because animation design’s in class - is a computer-related
service and - but a simple description of animation design for others
falls under that class. Class 35 would be because any type of service
that you - one does that’s used for the promotion or marketing of
businesses, not that you're providing it themselves, but you're using
that, sometimes falls under class 35. So it's not important to put the
class code. It's more important to search those classes, so when we
conduct the search, which is the next step, we're going to go ahead
and see if anyone’s using that name in either class 42 or 35, which
would be the obstacles for you to get the trademark.

Okay. Cool. So, all right. Great.

Great. So I'll make the update to the document. I'll send you an email

as a confirmation of the revision to your application.

So what do you recommend? So which one do you recommend? Do

you recommend 32 or 45? Which one do you think is better?

Well, | recommend just not putting a class code, which you don't have
to do. So you can designate a class code if you want, but if the
Trademark Office feels that it should be the other class they're just
going to send a correspondence that you have to reply back to. If you
overlook it - it's not a problem, but if you overlook it, then it can be a
problem, because they give you a deadline to respond. So it's best to
just leave it blank so that they can just inform you which classification

they're going to designate your trademark in.
Which one do you think fits better?

I don’t know. | mean, animation design for others is 42, but it might be
class 35 just because they do have - when you think of logos, you
create logos as a digital. It's a graphic design work. But they have
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marketing services, namely creating corporate logos for others.
Typically people want to use logos to brand identify something,

promote something. If | [take] up logos in class 42...

But we're not making logos. We're making little two-minute

animations.
| kKnow.
It's like drawing.

| absolutely understand that. I'm just using it as a correlative example.
So they don’t have anything animation in class 35, at least not that |
know of. Okay, so here, they have one in class 35. It says, providing
advertising services using 3D and animation designs. So who knows?
It's not imperative to provide a classification upon submission of the
application. They have forms that allow you to not indicate class code
so they can simply do that for you.

Okay.

Even if you felt there was one class over the other, if they feel
differently, they're just going to inform you of this and you have to
agree to it, or state a reason why you don't want it to be that class.
But, like | said, if you don't respond within a certain time, it will become
abandoned and you have to pay a petition to revive fee within a
certain amount of time. So let’s just push this through without a
classification code, unless you suggest otherwise, and I'll send you a
confirmation email. Then we’ll go ahead and have a search

conducted.

I'll just do what you recommend, so whatever you recommend is good.

Let's move it forward.
Okay. We’'ll go ahead and move it forward to the next step.
Okay. Thank you.

Do you have any other questions?
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Can | start using my trademark now? Can | - what can | do with it?

Can | use it for my website to advertise the...

Well, yeah, you can. You filed it under intent to use, meaning that
you're not - you don'’t have the service available to others, at least not
using this name to do that. But it won’t hurt you to start using it and
conversely, if you rather us just change the filing basis to use in
commerce, and so we can take the screen shots of the website and
we’ll submit the materials to support your using commerce filing basis,
we can do that. But if your interest is to try to get some form of
trademark pending protection as soon as possible, then leaving it
under the intent to use would be the best bet.

Okay. Then if | give you my website, what do | need to show? Is
there - does the website - any website will work? Do | show my name

onitor...

It doesn’t matter. Yeabh, it doesn’t matter what the domain name is, so
even if it's not drawmarkia.com. They’re going to want to see that
there’s a prominent display of the name Drawmarkia on there and
then there’s an explanation of the services you provide and that it's

clear that one could be able to obtain those services from you now.

Okay. So animation services and stuff for this. That would be

enough.
Yeah.

Okay. Cool. Thank you so much. Yeah, let's move it forward. When
will it be filed?

I don’t know. So the search is going to take one to two business days.
The sooner you reply back to that, the sooner we’ll send you an email

requesting your electronic signature.
Okay. Thank you so much. I'm ready to move forward...
Okay. Right.

...and thanks.
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[Over speaking]

Facilitator: Sounds good, Raj. We'll take care of you. Take care.
Interviewee: Bye.

END OF TRANSCRIPT
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Facilitator:

LegalZoom. This is Alex. How can | help you?

Yes. | ordered a trademark on LegalZoom and it says that | have

action required as my status, so I'm calling in to see what that is.

| can definitely help you out with that but, first, for verification
purposes, can | have you provide me with your first and last name

please?
Yes, it's Ryan Bethell. Last name is spelled B-E-T-H-E-L-L.

Okay, and then also your login email address for your LegalZoom

account.

It's ryanb@legalforcelaw.com.

And also the name of your trademark.

Piggiebank.

[Unclear] words are denoted in square brackets and time stamps may be used to indicate their location within the audio.
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Interviewee: Okay. Let's see here. | do see that we do have some questions
regarding your goods and services description. | also see that you
paid for two classes. What it looks like is that your description does
indicate that you may fall under class 42 potentially. We were a little
unclear. So let's see here. To give you some background information,
the Trademark Office does separate different goods and services into
different classifications. Each of those classes does require a filing
fee, as you did pay for two. [Let me see here]. It does look like your
description indicates that you may be something along the lines of

software as a service. Is that appropriate?

Facilitator: Not - yeah. | think we're a software and we're a service [laughs]. What
would you recommend? | can give you the website that we have. It's

just piggiebank.com.

Interviewee: Okay.
Facilitator: | want a little help selecting that. | wasn't sure which class to pick.
Interviewee: Okay, | see. When it comes to software the Trademark Office does

separate those into two different classes. The downloadable software
that you can actually download to either a computer, a mobile phone,
anything along those lines, that's going to fall under class nine. If it's
something where you have to pay for access to your service - oh, I'm
sorry, to your software - that is hosted online and they don’t have to
directly download something, that's considered software as a service,

and that will fall under class 42.

Facilitator: Okay. We do have a subscription model. It's like a CRM. Does that

mean that | should file Piggiebank as a software as a service then?

Interviewee: Let me see here. That's going to be up to you, essentially, and on
what you determine your services fall under. All I can really tell you is
your options on what we're seeing it may fall under, and then it would
be up to you, ultimately, to decide what you do want to file it as. Given

that we are not attorneys, | cannot give you any direct legal advice.
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Okay. What - so then we've got - we do two things. We have a
browser extension which you can download. Then we have the

subscription service which - does that mean that | should do both?

Let me see what the extension may fall under. That is downloadable,

correct, that browser extension you [were saying].

Yeah. It's just like a Google Chrome plugin. You download it and it
gives you access to our software. | guess it makes it easier to
navigate the non-downloadable portion, but | guess the core is non-

downloadable.

Right, okay, | see. That could be - if that software is actually
downloadable, then that would be under that class nine, and that
would be the - see what | can find in regards to that. | do have a
description that simply states computer - [I| don't like that one]. All
right. It simply states computer software for, and then you would
specify the function of the program, so you could include that

information regarding the fact that is a downloadable plugin.

Okay. That would be - so those would be separate though, those
would be two classes, the downloadable part and the non-

downloadable part.
Correct, yes.

Okay. Where's - I'm looking on the website. | can't find the description

that | wrote. Can you point me in that direction?

When it comes to on the actual LegalZoom website for access to that |

don't entirely know where that is on your end
Okay.

What | can tell you is | do have that description in front of me. What |

have is...
Sure. Let's go through the description.

Okay. It's Piggiebank CRM helps small businesses stay organised.

Piggiebank is a salesforce alternative. It's quick and easy to get set up
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Interviewee:

and easy to use, designed specifically for businesses using Enterprise

Gmail.

Okay. Yeah, the Enterprise Gmail portion, is that - that's the Google
Chrome plugin.

Okay, all right.
Does that description look okay?

As a description, all that is is describing what your service does. It
doesn't really describe what it is, and that's what the Trademark Office
is looking for, is for that actual description. What | have is, with this
class nine, there's one that states computer software for, and then we
can specify the function of that program. Then under class 42 | have
software as a service, services featuring software for, and then we can
use that language to specify the function of the program as well, if that

sounds appropriate.

Okay. Then | should, essentially, modify this to fit into one of those

templates.
| can do that right now, if you would like me to help you out doing that.
Sure.

| have that description for computer software for, and then specify the

function of that program. How would you like that worded?

So...

[That’s going to be] the downloadable portion.
The downloadable - what do you recommend?

For - when it comes to the description, typically, they're just looking for
a basic description of the function. The examples they use is for use in
database management, for use as a spreadsheet, for use - for word
processing; just simple descriptions like that. If it is, for instance, a

downloadable plugin for an internet browser, you could state that.
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Okay. That sounds good...

...describe.
That sounds good.

Okay. So far | have that it is computer software for use as an internet
browser plugin. Then they're going to want you to also provide
information regarding what it does.

Okay. | guess the browser plugin, essentially, connects it to our CRM

and integrates with Gmail.
Okay.

I don’t know. | guess I'm - what are you - based on what you see, let
me, | guess, describe the service and then [laughs] you can tell me, |
guess, what makes sense on this form. | can't see it. The - essentially,
it's like an email aggregator and a customer relations management
software. The extension - all it does - it's a downloadable - it's for Ul
that is ease of access and - it's a Ul extension, so it syncs with your
Gmail account and then causes everything that you email to get sent
to - essentially, copied and pasted into the CRM. Maybe read back the
- does that help?

It does. I'm just trying to figure out the best way to see here. Okay, so
- can | have you describe that to me one more time so that | can use

some of that language?

Sure. It's the - which piece? Just the Google Chrome extension, what

it does?
Yeah, yeah.
Or the whole business? Okay.

You could give me all of it right now though. I'll...

Perfect. | guess because we're going to draft up two of these.
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Yes, [exactly].

The - it's a customer relations management software. The Google
Chrome extension is a downloadable software that gives - essentially,
it's a Ul interface that integrates with Google Chrome and syncs the
Gmail accounts with the CRM software.

Okay. Using very basic language, what | have right now...
Yeah, better to keep it simple, right.

Yeah. Under class nine | have computer software for use as an
internet browser plugin in connection with customer relations
management software. Then, under class 42, | have software as a
service, services featuring software for customer relations

management.

Okay.

Does that sound...

Yeah. Do you think that sounds good?

It does at my end, but my only concern is | don’t have details
regarding - you did describe it - your services to me. | just want to

make sure that it sounds good on your end.
Okay. I'll go with what you recommend.

Okay. Then when it comes to your - | have updated that. You are
listed as filing what's called intent to use, so that does mean that the
Trademark Office is going to ask you for your specimens in the future.
That's going to be four to five months after your initial filing date.

When they do ask you for those specimens it is going to be per class.

They're going to look for you to provide them the information regarding
that actual downloadable software. That could just be screenshots of
your download page for that software itself. Then they're going to ask
for information regarding that software as a service, which will also
just be - honestly, what I'm seeing on your website may be sufficient
when it comes to that software as a service.
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Facilitator:

Interviewee:

Facilitator:
Interviewee:
[Over speaking]
Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

A quick question. Right now the software portion that’s, | guess, the
non-downloadable part is ready now. Should | file one of them as in
use and one of them as intent to use? Or is there a disadvantage to

just filing both intent to use?

No. Actually, we can go ahead and do one and one. The way that it
works is that when you file for intent to use - as | say, the Trademark
Office will ask for that four to five months after that initial filing date.
They also require a $100 fee at the point of providing them that proof.
If you have the proof for that class 42 for software as a service, that
I'm seeing your website, that we could move forward with that one,
providing that to them, which would mean that they’'ll just ask you for
the class nine proof, and it'll just be the $100 for the single class when

they ask you for it.
Can you see the website?

Yes. | do have it...

Does that look like it would - that would work for proof of use?

Let me go ahead and take a double check here. Yeah. I'm seeing -

yeah, absolutely, this would be...

Okay, that's perfect. Then let's do the - we'll do one that we're using
now with the proof of use looks good, and then we'll do the other one,

| guess, intent.

Okay, absolutely. When we're doing that - when you do file for use in
commerce the Trademark Office asks for two dates from you. They're
going to ask for your date of first use anywhere and your date of first
use in commerce. That date of first use anywhere does need to come
before the date of first use in commerce, and they both have to be
current dates. They cannot be future dates. How would you like that

listed?

What does use in commerce mean?
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That pretty much means the first time you were putting something out

in order to have it purchased.
Okay.

It could be a matter of - since it is out there and you are allowing
people to get started, you are already providing it as a service.

Okay. We - a quick question. We were at, actually, TechCrunch a few
months ago - is, | guess, where we did our soft launch, but we actually
didn’t have our first sale until later. Which would recommend that we

use as a date of first use?

They're looking for information in relation to this actual name. They
want you - just in case you have to provide proof - that you are, in fact,
using this name before somebody else. They want a date for you to
state that | was using it by this point. That's what is best to think

about.

Okay. They would never like - they're not going to ask for an invoice or
something to show for use in commerce. If we advertised it, that's

good.

When it comes to the application process they won't ask for that. If it's
anything to do with making sure you're protecting your name in
relation to somebody else trying to use it | don’t have direct
information for that, so | don’t know what they'd ask you for in terms of
that. Before the actual application itself they're not going to ask you for
that.

Okay. Well, thanks. Let's do the software as a service one then. Just

to confirm, it's - we'll do that as in use, and then the other one is intent.
Oh yes.
All right. Thanks.

Then when it comes to those dates | do need to put those in for you

before we can move forward.

Okay.
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Interviewee: How would you like those listed?
Facilitator: [Sighs]. Can you - are you in front of the computer? I'm not. I'm sorry

[laughs]. Could you Google when TechCrunch was? Actually, hold on.

| can get it.
Interviewee: Okay.
Facilitator: Because that was our launch date. TechCrunch disrupt. It was 2017.

We were 18 September of this year.

Interviewee: Okay. Is that your date of first use anywhere, or your date of first use

in commerce, or both?

Facilitator: That's first in commerce. | think we started development internally in -

let's call it 1 January of 2017.

Interviewee: Of '17, okay. All right. What I'm going to do is I'm going to be sending
you an email that will contain both these goods and services
descriptions that you're moving forward with. | am - | have updated
your application so that we're moving forward with the website you
provided as your proof for that class 42 description. Then we're doing
intent to use for your class three description. That is everything that |

need from you right now.

| will go ahead and make sure all of that is updated. Then I'm going to
go out and move your order on through to our search team. They're
going to take the next three to five business days to get you your
search results. Those will be posted to your account. You'll get an
email regarding that. Once you do receive that just give it a look over.
If there's anything about your order you want to update or change,
give us a call. We can help you out with that. If not, just let them know,
as a reply, that you do want to move forward, and then we'll go ahead

and prepare your application at that point.

Facilitator: All right. Thanks very much. Appreciate all the advice.
Interviewee: Thank you very much. Have a great day.
Facilitator: Bye.
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Saying I'll go with what you recommend doesn’t mean anything

because asking the question what do you recommend...

END OF TRANSCRIPT
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START OF TRANSCRIPT

Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

My name is Robert, how can | help you today?

Hey Robert, | have a note saying there was action required on my

Trademark.

Okay, I'll just try to [get right at that], sir. Okay, said it was for your

Trademark?

Correct.

Okay, if I can ask who am | speaking with today?
My name is Ryan Bethell.

[Unclear] Mr Bethel. | have two show that you put the order number of
50921513 in the system?

That's correct.

[Unclear] words are denoted in square brackets and time stamps may be used to indicate their location within the audio.

Distribution of this transcript requires client authority and is subject to the provisions of the Australian Privacy Principles.
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Mr Bethell, can | also ask you what email address you use for your

order?

RyanB@Legalforcelaw.com

Alright, thank you, sir. Alright, let me take some quick notes and then |

can get access [unclear] and see if | can help you with this. [Pause]

Okay, Trademark, get that open. [Pause] Alright, it looks like we did

the [comprehensive] search for you and mailed that to you...

| see the - you mailed or emailed? | saw the email. Then I'm actually

looking at search results right now.

Oh yeah, let me check on that. Let me check on that and make sure. It

says it was mailed, so...

Okay, well I'm looking at an email version, that'’s fine.

Okay, so they meant - [they may have meant] email note to say

[unclear]. So you did receive that then, okay. So have you had a

chance to...

Yeah, I've gone through them briefly...

...look over that...

| was looking for a little bit of direction. Looks like there’s - there are

nine different searches that are done and so what - how [were they

significant]? Could you explain just a little bit to me about what they

are and why they’re [important]?

Well, these search - | mean it's just a more comprehensive search

[unclear]. [I can't] It's - well, the main search is more - [l said it] - it

search as much as the [comprehensive one] - it's more

comprehensive so it just gives you more information.

Okay.

So basically it's meant to give you as much information that you - it

can for the comprehensive, so it gives you more idea if there’s any -

could be any clash with your Trademark or if there could be any

possibly clash or conflict.
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| guess my problem is, you definitely gave me a lot of information,

perhaps too much because I'm looking at this...
Oh, | see.

...and | just see there’s a hundred and something pages of document
and there’s no direction [laughs] as to - it's [unclear]. It's just a blank
page with - here’s - there’s a [blank] page with hundreds of different
search results.

Let me see - yeah and that’'s why it's comprehensive search. It's really

comprehensive - there’s just a lot of information and...

So - | mean, | see, | went through them all sort of briefly - what - my
goal here is | want to register a Trademark. So what should [really

matter]?

[Pause] Well, look | mean they all matter, like the government ones
are the - | mean that's [prescribed] to, it's for government so that's
[probably] the most part of this - there is some things that are done at
state level aren't a real Trademark issue, but it's depending on what
you want to do. You might come into conflict later on, so it's - | mean
the government one’s definitely an important one. That's depending

on what you want to do...
So when you say the government one - what are you - | don't - | see...

Okay, well the federal [unclear] - federal search - the comprehensive
includes the federal and also state search. So state search will bring
up things that are state related that directly affect the Trademark on a

national level.
Okay.

Some states might have a - because it might be a name that's in a
state that’s just like a business name or something that the state - it's

already filed in state, so that might be...

[Okay]...
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...If somebody was trying to do something nationwide, it might be
going to different to states though that - it's just a real - | mean,

depending on what you want to do and how...
So...
...[unclear] you're doing, so...

So if | - if there’s something that’s in a - shows up on the state search,
would that prevent me from going through - would that be a conflict

just for the Trademark registration?

Well, it might be a conflict if you're going to do something in that state.
If it's - like there was - we had one [example] there was a - let me think
- | can't - there was a company - national company and there was a
company that started in another state; | think it was Minnesota, so that
when they went into that Minnesota they had to change their name.
They couldn’t use the name that that company in Minnesota already

had. | can’'t remember if it was [Papa John’s] or maybe it was...
Oh, okay, so...

...something like that, but then - so something like that that might
happen.

But that was [kind of a one-off].
But that's an example.

So but | could still - because there’s - if there was one that looked like
it's pretty spot-on like in the state of Alabama, | don’t think we have
any plan to go and target Alabama specifically...

Yeah, so that gives you some information...

...but if there’s not - if that doesn’t pop up in the federal search, then

I'm okay? Just for the purpose of...
Yeah, that should be okay...

...[unclear].
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Facilitator:

[Over speaking]

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

Facilitator:

Interviewee:

... yeah, it's up to you and what you’re going to do with your

Trademark in the future.

The one in Alabama, if it's not in the federal search, that wouldn’t
affect the ability for me to register, is that what I’'m understanding? But
it could ultimately affect my rights to use the mark down the road in
that state?

Yeah, in that certain state or something, yes.

Okay, and | did - as | went through the federal thing - the federal one
is the one | went through most closely and it - | was just wondering
what weight is given to the - because | see a couple of things that are
[unclear] - our Trademark is for Piggiebank and it's - but it's treated -
it's like a software service - it's going to have a novel spelling. It's G-
G-I-E instead of G-G-Y and | see some things that are like Piggiebank

Management which is for - it's like a - books.

So is that going to be a problem? Would something like that pose a

big risk to filing for a Piggiebank Trademark and software service?

Well, | mean we - | mean that’s - | guess that'’s - it's more for you to
decide. It's hard to speak for you. We try to base [an application] on
what you have done and - but they could change and it's very - it's

hard to say what they are going to do for sure, but...

I'm not asking for sure, | mean | imagine you guys have tens of
thousands of Trademarks. So I'm asking in your experience, is
something like - so the mark [unclear] [looking] at is Piggiebank
Management. If you went to the federal search report [number 14] and
| see this registration - the pending mark - it looks like it hasn’t been
registered - and | wonder would we be able to get a similar Trademark
there because the names are similar, but we're a totally different

service.
Okay, yeah, if it's a different class that would make a difference.

Okay.
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But if it's a different class they wouldn’t compare it at all, so that’s...
Oh, oh so then | just need to...
...[unclear].

That's actually - that’s very helpful. So as | go through this then we’re
going to be in I think - | can’t remember the number, but it was like
non-downloadable software and - what's that 41, maybe 42 - it was in
the 40s. But we wouldn’t then - so when | go through the - the only
ones | need to worry about then, are the ones in that class? That

actually makes...
Yeah, that's correct.

Oh, perfect. That's...

...[unclear] easier to go through. Alright, now all of a sudden | can just
Control F and find the same class number. That actually makes it very

helpful.
Yeah.

Okay, so again, | think that what I'll need to do is - do | just approve it
online? So I'm going to go through them and now I'm going to - based
on that, I'm just going to go through and look at all the class 42s and

then we can decide if we're going to move forward from there.

Yeah, yeah then you call us and let's help you out to see if you
[unclear] search or not, or if you want to update your application or

[unclear], so.
Alright, well thanks. Thanks very much. | appreciate the advice.

Oh you're welcome Mr Bethell and is there anything else | can help

you with? Do you have any questions?
No, | think that will be it for today. Thanks very much, appreciate it.

You're welcome Mr Bethell, thank you. Have a wonderful day and

thanks for choosing LegalZoom.
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE DIRECTOR OF THE
UNITED STATES PATENT AND TRADEMARK OFFICE

In the Matter of )
Matthew H. Swyers, ; Proceeding No. D2016-20
Respondent ;
)
FINAL ORDER

Pursuant to 37 C.ER. § 11.27(b), the Director of the United States Patent and
Trademark Office (“USPTO” or “Office”) received for review and approval from the
Director of the Office of Enrollment and Discipline (“OED Director”) an Affidavit For
Consent Exclusion pursuant to 37 CFR. § 11.27, executed by Matthew H. Swyers
(“Respondent”) on Dlecember 20,2016, Respondent submitted the twelve-page Affidavit
For Consent Exclusion to the USPTO for the purpose of being excluded on consent
pursuant to 37 C.F.R. § 11.27.

For the reasons set forth herein, Respondent’s Affidavit For Consent Exclusion
- shall be approved, and Respondent shall be excluded on consent from practice before the
Office in trademark and non-patent matters commencing on the date of this Final Order.

Jurisdiction

Respondent, of Vienna, Virginia, is an attorney licensed to practice law in the

Commonwealth of Virginia and the District of Columbia and has practiced before the

USPTO in trademark matters. As such, he is subject to the USPTO Code of Professional
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Responsibility, which is set forth at 37 CF.R. § 10.20 et seq., and the USPTO Rules of

Professional Conduct, which are set forth at 37 C.F.R. §§ 11.101 through 11,9011

Pursuant to 35 US.C. §§ 2(b)(2)(D) and 32 and 37 C.F.R. §11.27, the USPTO
Director has the authority to approve Respondent’s Affidavit for Consent Exclusion and

to exclude Respondent on consent from the practice of trademark and non-patent matters

before the Office.

A disciplinary complaint is pending against Respondent (Proceeding No. 2016-20)

Allegations of the Disciplinary Complaint

which alleges that:

a.

Respondent, an experienced trademark lawyer and former USPTO
Trademark Examining Attorney, established The Trademark
Company, PLLC, and through that business systematically
permitted non-attorneys to practice trademark law for him with little
or No supervision,

Respondent, the sole attorney at the company, did not personally
review or sign thousands of trademark applications and related
documents (including statements of use, § 2(f) declarations, and
responses to Office actions) prepared by his non-lawyer employees
and filed with the USPTQ, in violation of USPTO signature and
certification rules and despite assurances on the company website
that trademark applicants would be represented by a specialized
attorney. |

As a result of Respondent’s failure to supervise his employees,
multiple fraudulent or digitally manipulated specimens of use were
filed with the Office, which potentially jeopardized the trademark
applications of his clients.

' The USPTO Code of Professional Responsibility applies to conduct prior to May 3, 2013, and

the USPTO Rules of Professional Conduct apply to conduct on or after May 3, 2013,

2
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d. Respondent failed to deposit client funds paid in advance into a
client trust account and improperly split legal fees with his non-
practitioner employees.

e. Respondent failed to respond to lawful requests for information or
cooperate with the investigation conducted by the Office of
Enrollment and Discipline.

Respondent’s Affidavit For Consent Exclusion
Respondent acknowledges in his December 20, 2016 Affidavit For Consent

Exclusion that:

1. His conéent is freely and voluntarily rendered, and he is not being subjected
to coercion or duress.

2, He is aware that the disciplinary complaint filed against him (Proceeding
No. D2016-20) alleges that he violated the following Disciplinary Rules of the USPTO
Code of Professional Responsibility and/ or the USPTO Rules of Professional Conduct:

a. 37 CER. § 10.23(a) (engaging in disreputable or gross
misconduct by, inter alin: directing or allowing his employees
to prepare, sign, and file trademark applications, responses to
Office Actions, and other trademark documents; directing or
allowing his employees to provide legal advice and guidance
to trademark applicants; and/or directing or allowing his
employees to communicate with his clients about trademark
search reports and opinions, without his involvement or
supervision; engaging in disreputable or gross misconduct
by, inter alin: failing to comply with the USPTO’s electronic
signature rules by not personally electronically signing
trademark applications and trademark documents filed with
the USPTO and, instead, directing or allowing his employees
to sign or forge his electronic signature to the documents,
which resulted in the validity of registered trademarks being
jeopardized; engaging in disreputable or gross misconduct
by, inter alia: directing or allowing his employees to sign or
forge his name to § 2(f) declarations and file the § 2(f)
declarations with the Office, when (i) he knew that the

3
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Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations and when he knew or reasonably should
have known that the validity of an applicants’ applications
and registrations were jeopardized by the false and/ or forged
declarations; and/or (ii) he knew or should have known his
employees did not have adequate knowledge to aver, “The
mark has become distinctive of the goods/services through
the applicant's substantially exclusive and continuous use in
commerce that the U.S. Congress may lawfully regulate for at
least the five years immediately before the date of this
statement;” engaging in disreputable or gross misconduct by,
inter alia: (i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iif) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in disreputable or gross misconduct by, inter
alia: (1) not informing clients who purchased trademark legal
services from The Trademark Company that their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office; and/or (it) collecting fees from clients for
trademark legal services that were supposed to be performed
by an attorney when their applications and other trademark
documents were not prepared or reviewed by an attorney
prior to being filed with the Office);

b. 37 CFR. § 10.23(b)(4) (engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, infer alia:
not informing clients who purchased trademark legal services
from The Trademark Company that their applications and
other trademark documents were not prepared or reviewed
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by an attorney prior to being filed with the Office; engaging
in conduct involving dishonesty, fraud, deceit, or
misrepresentation by, inter alin: (i) not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, thereby misleading the USPTO,
his clients, and the public into believing that Respondent had
actually signed the trademark application or trademark
document; and/or (il) not affirmatively informing the
Trademark Examining Attorney that the actual signatory, the
employee, was not identified on the document; engaging in
conduct involving dishonesty, fraud, deceit, or
misrepresentation by, infer alin: directing or allowing his
employees to sign or forge his name to § 2(f) declarations and
file the § 2(f) declarations with the Office, when (i} he knew
that the Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations, and/or (ii) he knew or should have
known his employees did not have adequate knowledge to
aver, “The mark has become distinctive of the goods/services
through the applicant's substantially exclusive and
continuous use in commerce that the US. Congress may
lawfully regulate for atleast the five years immediately before
the date of this statement;” engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, inter alia:
(i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTQO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
- and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in conduct involving dishonesty, fraud,
deceit, or misrepresentation by, inter alia: (i) not informing
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clients who purchased trademark legal services from The
Trademark Company that their applications and other
trademark documents were not prepared or reviewed by an
attorney prior to being filed with the Office; and/or (ii)
collecting fees from clients for trademark legal services that
were supposed to be performed by an attorney when their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office);

C. 37 C.E.R. § 10.23(b}(5) (engaging in conduct prejudicial to the
administration of justice by, infer alig: (i) directing or allowing
his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his invelvement or supervision; and/or (ii) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office;
engaging in conduct prejudicial to the administration of
justice by, infer alin: (i) failing to comply with the USPTO's
electronic signature rules by not personally electronically
signing trademark applications and trademark documents
filed with the USPTO and, instead, directing or allowing his
employees to sign or forge his electronic signature to the
documents, which resulted in the validity of registered
trademarks being jeopardized and/or (ii) directing or
allowing his employees to sign or forge his electronic
signature to trademark applications and other trademark
documents knowing that the actual signatory, the employee,
was not identified on the documents contrary to
Respondent’s certifications under § 11.18; engaging in
conduct prejudicial to the administration of justice by, inter
alia: directing or allowing his employees to sign or forge his
name to § 2(f) declarations and file the § 2(f) declarations with
the Office, when (i) he knew that the Trademark Examining
Attorneys would rely on the declarations when examining
trademark applications and issuing registrations; and/or (ii)
he knew or should have known his employees did not have
adequate knowledge to aver, “The mark has become
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distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S, Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
the employee, did not have the knowledge to support the
factual contentions found in the declaration; engaging in
conduct prejudicial to the administration of justice by, inter
alia: (1) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered mark);

d. 37 C.ER. § 10.23(b)(6) (engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count I of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count II of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count III of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; any other conduct that adversely
reflects on the practitioner’s fitness to practice before the
Office, by engaging in the conduct referenced in Count IV of
the Complaint to the extent that his conduct does not
otherwise violate a provision of the USPTO Code of
Professional Responsibility);
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e. 37 C.ER. §§ 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly
giving false or misleading information or knowingly
participating in a material way in giving false or misleading
information to the USPTO or any employee of the USPTO by,
inter alin: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, when (i) he knew that the Trademark
Examining Attorneys would rely on the declarations when
examining trademark applications and issuing registrations,
and/ or (ii) he knew or should have known his employees did
not have adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S. Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
the employee, did not have the knowledge to support the
factual contentions found in the declaration);

f. 37 C.ER. §§ 10.23(a) and (b) via 10.23(c)(15) (violating the
certifications made to the USPTO under 37 C.F.R. § 11.18 by,
inter alin; directing or allowing his employees to sign or forge
his electronic signature to trademark applications and other
trademark documents knowing that the actual signatory, the
employee, was not identified on the documents; violating the
certifications made to the USPTO under 37 C.F.R. § 11.18 by,
inter alia: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, knowing that (i) the actual signatory, the

. employee, was not identified on the document and (ii) the
actual signatory, the employee, did not have the knowledge
to support the factual contentions found in the declaration;
violating the certifications made to the USPTO under 37
C.F.R. § 11.18 by, inter alin, failing to adequately supervise his
employees or adequately review their work, thus permitting
them to create false or fraudulent specimens and/or digitally
altered images of marks that did not depict the actual mark as
used in commerce and file these specimens with the Office);

g. 37 CF.R. § 10.31(a) (deceiving or misleading prospective
applicants or other persons having immediate or prospective
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business before the Office by word, circular, letter, or
advertising with respect to prospective business before the
Office by, inter alin: advertising on The Trademark Company’s
website that trademark applications would be prepared by an
attorney when Respondent knew that trademark applications
were not prepared or reviewed by an attorney prior to being
filed with the USPTO; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count V of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility);

h. 37 CFE.R. § 1047(a) and (c) (aiding a non-practitioner in the
unauthorized practice of law before the Office by, inter alia: (i)
directing or allowing his employees to prepare, sign, and file
trademark applications, responses to Office Actions, and
other trademark documents; directing or allowing his
employees to provide legal advice and guidance to trademark
applicants; and/or directing or allowing his employees to
communicate with his clients about trademark search reports
and opinions, without his involvement or supervision;
and/or (i} not reviewing trademark applications and other
trademark documents (e.g., responses to Office Actions)
prepared and filed by his employees before they were filed
with the Office);

i, 37 C.F.R. § 10.48 (sharing legal fees with a non-practitioner by
paying employees non-discretionary monthly bonuses tied to
the proceeds generated by the trademark legal services
provided to applicants with whom they interacted);

. 37 CEFR. § 1077(b) (handling a legal matter without
preparation adequate under the circumstances by, infer alia:
failing to comply with the USPT('s electronic signature rules
by not personally electronically signing trademark
applications and trademark documents filed with the USPTO
and, instead, directing or allowing his employees to sign or
forge his electronic signature to the documents, which
resulted in the validity of registered trademarks being
jeopardized);
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k. 37 C.E.R. § 10.77(c) (neglecting client matters by, infer alia: not
reviewing trademark applications, responses to Office
Actions, and other trademark documents prepared and filed
by his employees before they were filed with the Office;
neglecting client matters by, inter alin: (i) failing to adequately
supervise his employees or adequately review their work,
thus permitting them to create false or fraudulent specimens
and/or digitally altered images of marks that did not depict
the actual mark as used in commerce and file these specimens
with the Office, and as a result, in some cases, the USPTO
issued trademark registrations based on the false or
fraudulent specimens or digitally altered marks, putting the
validity of the resulting trademarks in jeopardy, and/or (ii)
failing to inform his clients that their trademark registrations
or applications were potentially invalid and/or take timely
and effective remedial action on their behalf and/or offer or
provide restitution to them);

I. 37 C.F.R. § 10.84(a)(1) (intentionally failing to seek the lawful
objectives of a client through reasonably available means
permitted by law by, infer alia: intentionally failing to inform
his clients that their trademark registrations or applications
were potentially invalid and/or take timely and effective
remedial action on their behalf and/or offer or provide
restitution to them);

m. 37 CF.R. §10.84(a)(3) (intentionally prejudicing or damaging
the client during the course of a professional relationship by,
inter alin: intentionally failing to inform his clients that their
trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/ or offer or provide restitution to them);

n. 37 CIF.R. § 10.89(c)(6) (intentionally or habitually violating
any provision of the USPTO Code of Professional
Responsibility while appearing in a professional capacity
before a tribunal by, inler alia: (i) directing or allowing his
employees to prepare, sign, and file trademark applications,
responses to Office Actions, and other trademark documents;
directing or allowing his employees to provide legal advice
and guidance to trademark applicants; and/or directing or
allowing his employees to communicate with his clients about
trademark search reports and opinions, without his
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involvement or supervision; and/or (ii) not reviewing
trademark applications, responses to Office Actions, and
other trademark documents prepared and filed by his
employees before they were filed with the Office;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing
in a professional capacity before a tribunal by, inter alia: failing
to comply with the USPTO's electronic signature rules by not
personally electronically signing trademark applications and
trademark documents filed with the USPTO and, instead,
directing or allowing his employees to sign or forge his
electronic signature to the documents, which resulted in the
validity of registered trademarks being jeopardized;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing,
in a professional capacity before a tribunal by, inter alia:
directing or allowing his employees to sign or forge his name
to § 2(f) declarations and file the § 2(f) declarations with the
Office, when (i) he knew that the Trademark Examining
Attorneys would rely on the declarations when examining
trademark applications and issuing registrations, and/or (ii)
he knew or should have known his employees did not have
adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S, Congress may lawfully regulate for at least the five
years immediately before the date of this statement;”;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing
in a professional capacity before a tribunal by, infer alia: (i)
failing to adequately supervise his employees or adequately
review their work, thus permitting them to create false or
fraudulent specimens and/or digitally altered images of
marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a

- result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered marks);
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0. 37 CER. § 10.112(a) (failing to deposit legal fees paid in
advance into a separate client trust account by depositing
them instead into The Trademark Company’s operating
account);

P 37 CFR. § 11101 (failing to provide competent
representation by, infer alin: not reviewing trademark
applications, responses to Office Actions, and other
trademark documents prepared and filed by his employees
before they were filed with the Office; failing to provide
competent representation by, infer alia: failing to comply with
the USPTO’s electronic signature rules by not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, which resulted in the validity of
registered trademarks being jeopardized; failing to provide
competent representation by, infer alia: directing or allowing
his employees to sign or forge his name to § 2(f) declarations
and file the § 2(f) declarations with the Office, when (i) he
knew that the Trademark Examining Attorneys would rely on
the declarations when examining trademark applications and
issuing registrations and when he knew or reasonably should
have known that the validity of the applicants” applications
and registrations were jeopardized by the false declarations;
failing to provide competent representation by, inter alia: (i)
failing to adequately supervise his employees or adequately
review their work, thus permitting them to create false or
fraudulent specimens and/or digitally altered images of
marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting -
trademarks in jeopardy, and/or (i) failing to inform his
clients that their trademark registrations or applications were
potentially invalid and/or take timely and effective remedial
action on their behalf and/or offer or provide restitution to
them);

q. 37 CER. § 11.104(a) (failing to keep his client reasonably

informed by, inter alia: (i) not informing Ms, Teague of the
Office Action received on her behalf in U.S. Trademark

12




Case 5:17-cv-07194-NC Document 1-1 Filed 12/19/17 Page 60 of 184

Application No. 86/287,301 and by not informing her that he
had filed substitute specimens without confirming with her
whether the substitute specimens depicted her mark as used
in commerce, and/ or (ii) failing to inform his clients that their
trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/ or offer or provide restitution to them);

r. 37 C.E.R, § 11.115(a) (failing to hold property of a client or
third person that is in the lawyer's possession in connection
with a representation separate from the lawyer's own
property, by depositing fees paid in advance by clients for
trademark legal services and costs into his operating account);

s. 37 CFR. § 11.115{c) (failing to deposit into a client trust
account legal fees and expenses that have been paid in
advance, to be withdrawn by the practitioner only as fees are
earned or expenses incurred, by depositing fees paid in
advance by clients for trademark legal services and costs into
his operating account);

t. 37 C.F.R. § 11.303(a)(1) (knowingly making a false statement
of fact to a tribunal or failing to correct a false statement of
material fact previously made to the tribunal by the
practitioner by, inter alia: failing to inform the USPTO of the
potentially invalid applications and/or registrations that
resulted from the filing of false or fraudulent specimens or
digitally altered marks);

u. 37 CER. § 11.303(d) (failing, in an ex parte proceeding, to
inform the tribunal of all material facts known to the
practitioner that will enable the tribunal to make an informed
decision, even if the facts are adverse by, inter alia: directing
or allowing his employees to sign or forge his name to § 2(f)
declarations and file the § 2(f) declarations with the Office,
when (i) he knew that the Trademark Examining Attorneys
would rely on the declarations when examining trademark
applications and issuing registrations and/or (ii} he knew or
should have known his employees did not have adequate
knowledge to aver, “The mark has become distinctive of the
goods/services through the applicant's substantially
exclusive and continuous use in commerce that the US.
Congress may lawfully regulate for at least the five years
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immediately before the date of this statement;”; failing, in an
ex parte proceeding, to inform the tribunal of all material facts
known to the practitioner that will enable the tribunal to make
an informed decision, even if the facts are adverse, by, inter
alia, failing to inform the USPTO of the potentially invalid
applications and/ or registrations that resulted from the filing
of false or fraudulent specimens or digitally altered marks);

V. 37 CEFR, § 11.503(a) (failing to make reasonable efforts to
ensure that The Trademark Company had in effect measures
giving reasonable assurance that its employees’ conduct was
compatible with Respondent’s professional obligations, as is
required by him as a partner or a person of comparable
managerial authority of The Trademark Company by, inter
alia: failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy);

w. 37 CIFR, § 11.503(b) (failing to make reasonable efforts to
ensure that the conduct of The Trademark Company
employees over whom he had direct supervisory authority
was compatible with Respondent’s professional obligations
by, inter alia: failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy);

X. 37 CF.R. § 11.503(c) (ordering or ratifying the conduct of the
employees of The Trademark Company which would have
been a violation of the USPTO Rules of Professional Conduct
had it been committed by a practitioner, and/ or failing to take
remedial measures once he learned of the conduct by, inter

14
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ad.

alig: (i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks);

37 CF.R. § 11.504(a) (sharing legal fees with a non-
practitioner by paying employees non-discretionary monthly
bonuses tied to the proceeds generated by the trademark legal
services provided to applicants with whom they interacted);

37 C.F.R. § 11.505 (assisting other persons in the unauthorized
practice of law before the USPTO by, inter alia: (i) directing or
allowing his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/ or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his involvement or supervision; and/or (i) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office);

37 CFR. § 11701 (making false or misleading
communications about the practitioner or the practitioner’s
services by, inter aliz: advertising on The Trademark

‘Company’s website that trademark applications would be

prepared by an attorney when Respondent knew that
trademark applications were not prepared or reviewed by an
attorney prior to being filed with the USPTO);
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bb.

CC.

37 C.E.R. §11.801(b) (failing to respond to lawful requests for
information and failing to cooperate with OED by infer alin: (i)
telling a witness not to talk to OED; (ii) falsely telling potential
witnesses that talking to OED could affect their trademark
rights; (iif) withholding the names of former employees for
months; and/or (iv) not providing OED with the documents
it sought (invoices, employment agreements, correspondence
about § 2(f) declarations, and/or a privilege log));

37 CFR. § 11.804(c) (engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, inter alia:
not informing clients who purchased trademark legal services
from The Trademark Company that their applications and
other trademark documents were not prepared or reviewed
by an attorney prior to being filed with the Office; engaging
in conduct involving dishonesty, fraud, deceit, or
misrepresentation by, inter alizz (i) not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, thereby misleading the USPTO,
his clients, and the public into believing that Respondent had
actually signed the trademark application or trademark
document; and/or (ii) not affirmatively informing the
Trademark Examining Attorney that the actual signatory, the
employee, was not identified on the document; engaging in
conduct involving  dishonesty, fraud, deceit, or
misrepresentation by, inter alia: directing or allowing his
employees to sign or forge his name to § 2(f) declarations and
file the § 2(f) declarations with the Office, when (i) he knew
that the Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations, and/or (ii) he knew or should have
known his employees did not have adequate knowledge to
aver, “The mark has become distinctive of the goods/ services
through the applicant's substantially exclusive and
continuous use in commerce that the U.S. Congress may
lawfully regulate for at least the five years immediately before
the date of this statement;” engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation, by, inter alia:
(i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/or digitally altered images
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dd.

of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (i) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in conduct involving dishonesty, fraud,
deceit, or misrepresentation by, inter alia: (i) not informing
clients who purchased trademark legal services from The
Trademark Company that their applications and other
trademark documents were not prepared or reviewed by an
attorney prior to being filed with the Office; and/or (ii)
collecting fees from clients for trademark legal services that
were supposed to be performed by an attorney when their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office; engaging in conduct involving dishonesty, fraud,
deceit, or misrepresentation by, infer alig, falsely telling
potential witnesses that talking to OED could affect their
trademark rights);

37 C.F.R. § 11.804(d) (engaging in conduct prejudicial to the
administration of justice by, inter alia: (i) directing or allowing
his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his involvement or supervision; and/or (i) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office;
engaging in conduct prejudicial to the administration of
justice by, inter alia: (i) failing to comply with the USPTO's
electronic signature rules by not personally electronically
signing trademark applications and trademark documents
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filed with the USPTO and, instead, directing or allowing his
employees to sign or forge his electronic signature to the
documents, which resulted in the validity of registered
trademarks being jeopardized and/or (ii) directing or
allowing his employees to sign or forge his electronic
signature to trademark applications and other trademark
documents knowing that the actual signatory, the employee,
was not identified on the documents contrary to
Respondent’s certifications under § 11.18; engaging in
conduct that is prejudicial to the administration of justice by,
inter alia: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, when (i) he knew that the Trademark
Examining Attorneys would rely on the declarations when
examining trademark applications and issuing registrations,
and/ or (i) he knew or should have known his employees did
not have adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S. Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
‘the employee, did not have the knowledge to support the
factual contentions found in the declaration; engaging in
conduct that is prejudicial to the administration of justice by,
inter alin: (i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered marks; engaging in
conduct prejudicial to the administration of justice by, inter
alia: (i) telling a witness not to talk to OED; (i) falsely telling
potential witnesses that talking to OED could affect their
trademark rights; (iii) withholding the names of former
employees for months; and/or (iv) not providing OED with

18
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ee.

3. Without admitting that he violated any of the Disciplinary Rules of the USPTO

the documents it sought (invoices, employment agreements,
correspondence about § 2(f) declarations, and/or a privilege

log));

37 C.ER. § 11.804(i) (engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count I of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professional Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count II of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professional Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count III of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Rules of
Professional Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count IV of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count V of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professional Conduct; other conduct that adversely reflects
on the practitioner's fitness to practice before the Office, by
engaging in the acts and omissions described in Count VIII
above).

Code of Professional Responsibility and/or the Rules of Professional Conduct which are
the subject of the disciplinary complaint in Proceeding No. D2016-20, he acknowledges
that, if and when he applies for reinstatement to practice before the USPTO in trademark

or other non-patent matters under 37 C.E.R. § 11.60, the OED Director will conclusively
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presume, for the limited purpose of determining the application for reinstatement, that
(a) the allegations regarding him in the complaint filed in Proceeding No. D2016-20 are
true and (b) he could not have successfully defended himself against such allegations.

4. He has fully read and understands 37 C.F.R. §§ 11.5(b), 11.27, 11.58,11.59, and
11.60, and is fully aware of the legal and factual consequences of consenting to exclusion
from practice before the USPTO in trademark and non-patent matters.

5. He consents to being excluded from practice before the USPTO in trademark
and non-patent matters.

Exclusion on Consent

Based on the foregoing, the USPTO Director has determined that Respondent’s

Affidavit For Consent Exclusion complies with the requirements of 37 C.F.R. § 11.27(a).

Accordingly, it is hereby ORDERED that:

1. Respondent’s Affidavit For Consent Exclusion shall be, and hereby is,
approved;
2. Respondent shall be, and hereby is, excluded on consent from practice

before the Office in trademark and non-patent matters commencing on the date of this
Final Order;

3. The OED Director shall electronically publish the Final Order at the Office
of Enrollment and Discipline’s electronic FOIA Reading Room, which is publicly

accessible at http:/ /e-foia.uspto.gov/Foia/ OEDReadingRoom.jsp;

4. The OED Director shall publish a notice in the Official Gazette that is

materially consistent with the following;:
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Notice of Exclusion on Consent

This notice concerns Matthew H. Swyers of Vienna, Virginia, an
attorney licensed to practice law in the Commonwealth of Virginia
- and the District of Columbia and practicing before the United States
Patent and Trademark Office (“USPTO” or “Office) in trademark
matters, The Director of the USPTO has accepted Mr. Swyers’
affidavit for consent exclusion and ordered his exclusion on consent
from practice before the Office in trademark and non-patent matters,

Mr. Swyers voluntarily submitted his affidavit at a time when a
disciplinary complaint was pending against him. The complaint
alleged that Mr. Swyers, an experienced trademark lawyer and
former USPTO Trademark Examining Attorney, established The
Trademark Company, PLLC, and through that business
systematically permitted non-attorneys to practice trademark law
for him with little or no supervision. The complaint alleged that Mr,
Swyers, the sole attorney at the company, did not personally review
or sign thousands of trademark applications and related documents
(including statements of use, § 2(f) declarations, and responses to
Office actions) prepared by his non-lawyer employees and filed with
the USPTO, in violation of USPTO signature and certification rules
and despite assurances on the company website that trademark
applicants would be represented by a specialized attorney. Further,
the complaint alleged that, as a result of Mr. Swyers’ failure to
supervise his employees, multiple fraudulent or digitally
manipulated specimens of use were filed with the Office, which
potentially jeopardized the trademark applications of his clients. The
complaint also asserted that Mr. Swyers failed to deposit client funds
paid in advance into a client trust account and improperly split legal
fees with his non-practitioner employees. Finally, the complaint
alleged that Mr. Swyers failed to respond to lawful requests for
information or cooperate with the investigation conducted by the
Office of Enrollment and Discipline.

Mr. Swyers” affidavit acknowledged that the disciplinary complaint
tiled against him alleged that his conduct violated the following
provisions of the USPTO Code of Professional Responsibility, for
conduct prior to May 3, 2013: 37 C.IF.R, §§ 10.23(a) (engaging in
disreputable or gross misconduct); 10.23(b)(4) (engaging in conduct
involving dishonesty, fraud, deceit, or misrepresentation);
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10.23(b)(5) (engaging in conduct prejudicial to the administration of
justice); 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly giving false or
misleading information or knowingly participating in a material
way in giving false or misleading information to the USPTO or any
employee of the USPTO); 10.23(a) and (b} via 10.23(c)(15) (violating
the certifications made to the USPTO under 37 CFR. § 11.18);
10.31(a) (deceiving or misleading prospective applicants or other
persons having immediate or prospective business before the Office
by advertising with respect to prospective business before the
Office); 1047(a) and (c) (aiding a non-practitioner in the
unauthorized practice of law before the Office); 10.48 (sharing legal
tees with a non-practitioner);, 10.77(b} (handling a legal matter
without preparation adequate under the circumstances);, 10.77(c)
(neglecting client matters); 10.84(a)(1) (intentionally failing to seek
the lawful objectives of a client); 10.84(a)(3) (intentionally
prejudicing or damaging the client during the course of a
professional relationship); 10.89(c)(6) (intentionally or habitually
violating any provision of the USPTO Code of Professional
Responsibility while appearing in a professional capacity before a
tribunal); 10.112(a) (failing to deposit legal fees paid in advance into
a separate client trust account); and 10.23(b)(6) (engaging in other
conduct that adversely reflects on the practitioner’s fitness to

practice before the Office).

Mr, Swyers’s affidavit also acknowledged that the disciplinary
complaint alleged that his conduct violated the following provisions
of the USPTO Rules of Professional Conduct, for conduct on or after
May 3, 2013: 37 CER. §§ 11.101 (failure to provide competent
representation); 11.104(a)(3) (failing to keep the clients reasonably
informed about the status of a matter); 11.115(a} (failing to hold
property of a client or third person that is in the lawyer's possession
in connection with a representation separate from the lawyer's own
property); 11.115(c) (failing to deposit into a client trust account legal
fees and expenses that have been paid in advance, to be withdrawn
by the practitioner only as fees are earned or expenses incurred);
11.303(a)(1) (knowingly making a false statement of fact to a tribunal
or failing to correct a false statement of material fact previously made
to the tribunal); 11.303(d) (failing, in an ex parte proceeding, toinform
the tribunal of all material facts known to the practitioner that will
enable the tribunal to make an informed decision, even if the facts
are adverse); 11.503(a) (failing to make reasonable efforts to ensure
that The Trademark Company had in effect measures giving
reasonable assurance that its employees’ conduct was compatible
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with Respondent’s professional obligations); 11.503(b) (failing to
make reasonable efforts to ensure that the conduct of The Trademark
Company employees over whom he had direct supervisory
authority was compatible with Respondent’s professional
obligations); 11.503(c) (ordering or ratifying the conduct of the
employees of The Trademark Company which would have been a
violation of the USPTO Rules of Professional Conduct had it been
committed by a practitioner, and/or failing to take remedial
measures once he learned of the conduct); 11.504(a) (sharing legal
fees with a non-practitioner); 11.505 (aiding in the unauthorized
practice of law before the USPTO);, 11.701 (making false or
misleading communications about the practitioner or the
practitioner’s services); 11.801(b) {failing to cooperate with the Office
of Enrollment and Discipline in an investigation); 11.804(c)
{engaging in conduct involving dishonesty, fraud, deceit or
misrepresentation); 11.804(d) (engaging in conduct that is prejudicial
to the administration of justice); and 11.804(i) (engaging in the acts
and omissions that adversely reflect on Respondent's fitness to
practice before the Office).

While Mr, Swyers did not admit to violating any of the Disciplinary
Rules of the USPTO Code of Professional Responsibility or the
USPTO Rules of Professional Conduct as alleged in the pending
disciplinary complaint, he acknowledged that, if and when he
applies for reinstatement, the OED Director will conclusively
presume, for the limited purpose of determining the application for
reinstatement, that (i) the allegations set forth in the OED
investigation against him are true, and (it) he could not have
successfully defended himself against such allegations.

This action is taken pursuant to the provisions of 35 US.C.
§8 2(b)(2)(D) and 32, and 37 C.E.R. §§ 11.27 and 11.59. Disciplinary
decisions involving practitioners are posted for public reading at the
Office of Enrollment and Discipline Reading Room, available at:
http:/ /go.usa.gov/x9rhe.

Respondent shall comply fully with 37 C.F.R. § 11.58; and
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6. Respondent shall comply fully with 37 C.F.R. § 11.60 upon any request for

reinstatement.

% Ten 2017
Date

Deputy General Counsel for General Law
United States Patent and Trademark Office

on behalf of

Michelle K. Lee
Under Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark Office

cc

Director of the Office of Enrollment and Discipline
U.S. Patent and Trademark Office

Danny M. Howell
Robert Jackson Martin IV
Anne M. Sterba
Law Office of Danny M. Howell, PLLC
2010 Corporate Ridge, Suite 700
- Mclean, VA 22102
Counsel for Matthew H. Swyers
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EXHIBIT |
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE DIRECTOR

OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
In the Matter of )
| )
Tracy W. Druce, )
) Proceeding No. D2014-13

)

)

Respondent

FINAL ORDER

The Director of the Office of Entollment and Discipline (“OED Director”) for the United
States Patent and Trademark Office (“USPTO” or “Office”) and Tracy W. Druce (“Respondent”)
have submitted a Proposed Settlement Agreement (“Agreement™) to the Under Secretary of
Commerce for Intellectual Property and Director of the United States Patent and Trademark
Office (“USPTO Director”) for approval,

The Agreement, which resolves all disciplinary action by the USPTO arising from the
stipulated facts set forth below, is hereby approved, This Final Order sets forth the patties’
stipulated facts, legal conclusion, and agreed upon sanction.

Jurisdiction

1. Atall tiﬁes relevant hereto, Respondent of Houston, Texas, was a registered
patent attorney (Registration No. 35,493) and was subject to the USPTO Code of Professional
Responsibility, which is set forth at 37 C.E.R. § 10.20 e seq.’

2. The USPTO Director has jurisdiction over this matter pursuant to 35 U.8.C,
§§ 2(b)(2)(D) and 32 and 37 C.F.R, §§ 11.19 and 11.26,

Stipulated Facts
3. The USPTO registered Respondent as a patent attorney on March 24, 1992,
- 4, Respondent’s ré gistration number is 35,493,
5. In 2004, Respondent established a Iaﬁf firm, Novak Druce LLP.

6. In 2005, Novak Druce LLP became Novak, Druce & Quigg LLP.

! The USPTO Code of Professional Responsibility applies to Respondent’s alleged misconduct
that occurred prior to May 3, 2013. The USPTO Rules of Professional Conduet, 37 C.F.R,
§ 11,101 ef seq., apply to a practitioner’s misconduct occurring after May 2, 2013,
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7. At all times relevant to this Agreement, a non-lawyer assistant, | ENGcTGTTNG
worked for Respondent at Novak Druce LLP and Novak, Druce & Quigg LLP from 2004
through late 2006. (s creinafter referred to as “the non-lawyer assistant.”)

8. At all relevant times, Respondent was responsible for the supervision of the
non-lawyer assistant.

9. From at least 2004 through 2006, the non-lawyer assistant submitted, with intent
to deceive, knowingly false statements to the Office in many patent applications that Respondent
was responsible for prosecuting on behalf of clients, :

10.  The non-lawyer assistant submitted the following types of false statements to the
Office in patent applications that Respondent was responsible for prosecuting:

a. fabricating email confirmation messages and submitting the fabricated emails
to the Office as evidence that papers had been sent to the Office via facsimile
transmission when, in fact, the papers were never sent fo the Office;

b, affixing USPTCO receipt- stamps to postcards and Subinitting the doctored
posteard receipts to the Office as evidence that the Office had received papers -
when, in fact, the papers were never sent to the Office;

¢ fabricating a United States Postal Service Express Mail label that falsely
represented a patent application had been mailed to the Office on a certain
date when, in fact, the application had never been sent to the Office; and

d. backdating certificates of mailing that falsely represented that papers had been
mailed to the Office weeks and/or months earlier than they actually had been
sent,

11, Additionally, the non-lawyer assistant signed Respondent’s signature to papers
filed with the Office in many patent applications that Respondent was responsible for
prosecuting on behalf of clients.

12.  Additionally, the non-lawyer assistant electronically “cut and pasted” a digital
version of Respondent’s signature and affixed it to papers filed with the Office in many patent
applications that Respondent was responsible for prosecuting on behalf of clients.

13.  Additionally, the non-lawyer assistant prepared petitions; signed Respondent’s
name to the petitions and/or affixed a digital version of Respondent’s signature to the petitions,
and filed the petitions in the Office.
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14.  Respondent knew that the non-lawyer assistant had signed Respondent’s name to
application papers submitted to the Office in many patent applications that Respondent was
respotisible for prosecuting on behalf of clients.

15.  The non-lawyer assistant represented in a declaration that he engaged in the -
misconduct described in paragraphs 9-12, above, without Respondent’s knowledge.

16.  Respondent represents that he did not know of the non-lawyer assistant’s
misconduct described in paragraphs 9-12, above, and the non-lawyer assistant represents that he
acted zlone and kept his misconduct secret from Respondent. :

17. Respondent acknowledges he did not adequately supervise the non-lawyer
assistant’s activities.

18. Previously, Respondent completed and returned to the OED Director the USPTO
Mandatory Survey (Form PTO 107S) issued under 37 C.FR. § 11.11(a)(2). Respondent
indicated on the survey that he did not wish to remain on the register of registered practitioners
(37 CFR. § 11.5), and the OED Director removed Respondent from the register, Accordingly,
pursuant to 37 C.F.R. § 11.10(a), Respondent is not permitted to prosecute patent applications of
others before the Office or represent others in any proceedmgs before the Office unless and until
he is reinstated to the register.

Joint Legal Conclusion

19.  Respondent acknowledges that, based on the above stipulated facts, he violated
37 C.F.R. § 10.77(c) (a practitioner shall not neglect a legal matter entrusted to the practitioner)
by not adequately supervising his non-lawyer assistant,

Agreed Upon Sanction
20.  Respondent agrees, and it is hereby ORDERED that:

a. If Respondent seeks reinstatement to the Office's register of practitioners under
37 CF.R. § 11.7, Respondent shall be suspended from practice before the Office
in patent, trademark, and other non-patent matters for twenty-four (24) months
commencing on the date that a request for Respondent’s reinstatement to the
register ig granted;

b. The 24-month suspension, which is contingent upon Respondent seeking and
being granted reinstatement, shall be stayed; :

¢. Respondent shall serve a twenty-four (24) month period of probation commencing
on the date that a request for Respondent’s reinstatement to the register is granted;
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d. Respondent shall be permitted to practice before the USPTO in patent, trademark,
and other non-patent matters during his probationary period unless hig probation
is revoked and he is suspended by order of the USPTO Director or otherwise no
longer has the authority to practice;

e. When and if Respondent seeks reinsltatement pursuant to 37 C.F.R. § 11.7, the
present disciplinary proceeding will not be a basis for barring his reinstatement
provided that Respondent complies with the terms of the Final Order;

f. - Respondent shall provide certain information to certain present and former
client(s) as set forth in subparagraphs i, through aa., below;

g. Respondent shall use his best efforts to identify each patent application that
Respondent prosecuted before the Office at any time between January 1, 2004,
and December 31, 2006, that meet all of the following three conditions:

(1)  The Office received between January 1, 2004, and December 31,
2006, any of the following: (i) a petition to revive an abandoned application, (ii) a
petition to withdraw the holding of abandonment; and/or (iii) a petition for
extension of time where the petition for extension of time was transmitted to the
Office by the non-lawyer assistant and where the petition for extension of time’s
transmittal date preceded the Office’s receipt date by more than thirty (30) days,

(2)  The non-lawyer assistant transmitted any paper in the application
to the Office at any time between January 1, 2004, and December 31, 2006; and

3 The Office issued a patent on the application at any time;

h, For each patent application identified by Respondent pursuant to the preceding
subparagraph, Respondent shall identify the present client(s) and former client(s)
for whom patent legal services on the application were performed;

i. For each present and former client(s) identified by Respondent pursuant to the
preceding subparagraph, Respondent shall provide each such present and former
client(s) with the following documents:

H A copy of the April 10, 2014 declaration executed by the
non-lawyer assistant with the patent application serial numbers redacted; and

(2) A copy of the redacted Final Order;

j.  Respondent shall also provide unambiguous written notification {o the present and
former client(s) that Respondent represented in connection with U.S. Patent
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Application No I of the specific false statements described in
9 14 of the April 10, 2014 declaration;”

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with

U.S. Patent Application No. NI of the specific potentially false
statements described in 15 of the April 10, 2014 declaration,

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.,S. Patent
Application No, NI of the specific potentially false statements described
in 4 15 of the April 10, 2014 declaration; |

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S, Patent
Application No. M of the specific potentially false statements described
in § 15 of the April 10, 2014 declaration;

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Apphcanon No. of the specific potenna,Hy false statements described
in 9§ 15 of the April 10, 2014 declaration,

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No. |JJJEof the specific potentially false statements described
in 7 15 of the April 10, 2014 declaration;

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No. I thc specific potentially false statements described
in § 16 of the April 10, 2014 declaration and the potential backdating of
certificates of mailing described in § 17 of the April 10, 2014 declaration;

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S, Patent
Application No. I f the potential backdating of ccrtxﬁcates of mailing
described in § 17 of the April 10, 2014 declaration;

Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S, Patent

2

The patent apphcatmn serial number identified in ¢ 14 of the April 10, 2014 declaration as
* ﬁ is 1ncorrect The correct serial number is i
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Application No, _ of the potential backdating of certificates of mailing
described in § 17 of the April 10, 2014 declaration;

s. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No. B o the potential backdating of certificates of maxlmg
described in § 17 of the April 10, 2014 declaration;

t. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S, Patent
Application No. I~ the potential backdating of certificates of mailing
described in 4 17 of the April 10, 2014 declaration,

u. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with of U,S, Patent
Application No.ﬁof the potential backdating of certificates of mailing
described in 4 17 of the April 10, 2014 declaration;

v. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No, | S the potential backdating of certificates of mailing
described in § 17 of the April 10, 2014 declaration;

w. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No, of the potential backdating of certificates of mailing
described in Y 17 of the April 10, 2014 declaration; :

x. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with of U.S. Patent
Application No. [INNNEEEEM of the potential backdating of certificates of mailing
described in § 17 of the April 10, 2014 declaration;

y. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No. I the potential backdating of certificates of mailing
described in 9 17 of the April 10, 2014 declaration;

z. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No. | of the potential backdatmg of certificates of mailing
described in § 17 of the April 10, 2014 declaration;’

The patent apphcanon serial number identified in § 14 of the April 10, 201 4 declaration as
*is incorrect. The correct serial number is
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aa. Respondent shall also provide unambiguous written notification to the present and
former client(s) that Respondent represented in connection with U.S. Patent
Application No, of the potential backdating of certificates of mailing
described in § 17 of the April 10, 2014 declaration;

bb. Within 120 days of the day that the Final Order is signed, Respondent shall
submit the following to the OED Director: (1) an affidavit or declaration attesting
to his compliance with the terms of this Agreement and the Final Order for
notifying present and former client(s) as set forth in subparagraphs 1. through aa.,
above, and (2) a copy of the correspondence to clients, including the written
notifications transmitted to the current and former client(s), evidencing his
compliance with the terms of this Agreement and the Final Order for notifying
present and former client(s); the client correspondence provided to the OED in
accordance with this subparagraph shall be marked "CONFIDENTIAL" by the
Respondent, and the OED shall keep the correspondence confidential;

ce. (1) If the OED Director is of the good faith opinion that Respondent, during
Respondent’s probationary period, failed to comply with any provision of the
Agreement, this Final Order, or any provision of the USPTO Rules of
Professional Conduet, the OED Director shall:

(A)  Issue to Respondent an Order to Show Cause why the USPTO
Director should not enter an order immediately suspending Respondent for up
to twenty-four (24) months for the violation set forth in paragraph 19, above;

(B)  Send the Order to Show Cause to Respondent at the last
_ address of record Respondent futnished to the OED Director pursuant to
37CFR.§11.11; and

(C)  Grant Respondent thirty (30) days to respond to the Order to
Show Cause; and

(2) In the event that after the 30-day period for response and consideration of the
response, if any, received from Respondent, the OED Director continues to be of
the opinion that Respondent, during Respondent’s probationary period, failed to
comply with any provision of the Agreement, this Final Ordet, or any provision of
the USPTO Rules of Professional Conduct, the OED Director shall:

(A)  Deliver to the USPTO Director: (i) the Order to Show Cause;
(ii) Respondent’s response to the Order to Show Cause, if any; and
(iif) argument and evidence causing the OED Directot to be of the opinion that
Respondent, during Respondent’s probationary period, failed to comply with
any provision of the Agreement, Final Order, or any provision of the USPTO
Rules of Professional Conduct; and
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(B)  Request that the USPTO Director enter an order immediately
suspending Respondent for up to twenty-four (24) months for the violation set .
forth in paragraph 19, above; :

dd. Nothing herein shall prevent the OED Director from seeking discipline for the
misconduct leading to Respondent’s suspension pursuant to the preceding
subparagraph;

ee. In the event the USPTO Director suspends Respondent pursuant to subparagraph
cc., above, and Respondent seeks a review of the suspension, any such review of
the suspension shall not operate to postpone or othetwise hold in abeyance the
suspension; :

ff. The QOED Director shall comply with 37 CF.R. § 11.59 except that [}
name and all patent application serial numbers shall be redacted
from the Final Order.

gg. The OED Director shall electronically publish the Final Order at the Office of
Enrollment and Discipline’s electronic FOIA Reading Room, which is publicly
accessible at http://e-foia.uspto.gov/Foia/OEDReadingRoom.jsp;

hh. The OED Director shall publish a notice in the Official Gazeite that is materially
consistent with the following:

Notice of Discipline

This notice concerns Tracy W. Druce of Houston, Texas (Registration No.
35,493), who previously left the United States Patent and Trademark Office
(“USPTO” or “Office”) register of practitioners. The USPTO Director has
ordered that, if Mr, Druce is reinstated to the register of practitioners, then he
shall be suspended from practice before the Office in patent, trademark, and
other non-patent matters for twenty-four (24) months, with the entirety of the
suspension stayed, for violating 37 C.F.R. § 10.77(c) (a practitioner shall not
neglect a legal matter entrusted to the practitioner), Mz. Druce will also be
required to serve a twenty-four (24) month period of probation upon being
reinstated to the register, - '

Mr, Druce was responsible for the supervision of a non-lawyer
assistant who, from at least 2004 through 2006, submitted, with intent
to deceive, knowingly false statements to the Office in many patent
applications that Mr, Druce was responsible for prosecuting on behalf
of clients, The non-lawyer assistant did the following: (1) fabricated
email confirmation messages and submitted the fabricated emails to
the Office as evidence that papers had been sent to the Office via
facsimile transmission when, in fact, the papers were never sent to the
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Office; (2) affixed USPTO receipt stamps to postcards and submitted
the doctored postcard receipts to the Office as evidence that the Office
had recetved papers when, in fact, the papers were never sent to the
Office; (3) fabricated a United States Postal Service Express Mail label
that falsely represented that a patent application had been mailed to the
Office on a certain date when, in fact, the application had never been
sent to the Office; and (4) backdated certificates of mailing that falsely
represented that papers had been mailed to the Office weeks and/or
months eatlier than they actually had been sent.

The violation of 37 C.F.R, § 10.77(c) is prédicated upon Mr. Druce
not adequately supervising a non-lawyer assistant.

Mr. Druce represents that he did not have actual knowledge of the
non-lawyer assistant’s false submissions to the Office, and the non-~
lawyer assistant represents that he acted alone and kept his misconduct
secret from Mr. Druce. :

In reaching a settlement with Mr, Druce, OED Director took into
consideration the following: (a) the non-lawyer assistant’s misconduct
occurred many years ago in 2004, 2005, and 2006; (b) Mr, Druce
cooperated with the investigation of the facts and circumstances
involved in this disciplinary proceeding; and (¢) Mr. Druce will take
prompt action to notify present and former clients about the
misconduct commitied in patent applications where patents were
granted.

This action is the result of a settlement agreement between Respondent
and the OED Director pursuant to the provisions of 35 U.8.C,

§§ 2(b)(2)(D) and 32 and 37 CF.R. §§ 11.26 and 11.59. Disciplinary
decisions involving practitioners are posted for public reading at the
Office of Enrollment and Discipline Reading Room, available at:
http://e-foia.uspto.gov/Foia/OEDReadingRoom.jsp.

ii. Nothing in this Agreement or the Final Order approving this Agreement shall
prevent the Office from considering the record of this disciplinary proceeding (1)
when addressing any further complaint or evidence of the same or similar
misconduct concerning Respondent brought to the attention of the Office; and/or
(2) in any future disciplinary proceeding against Respondent (a) as an aggravating
factor to be taken into consideration in determining any discipline to be imposed
and/or (b) to rebut any statement or representation by or on Respondent’s behalf;

jj. The OED Director shall file a motion with the administrative law judge requesting
the dismissal of the pending disciplinary proceeding w1th1n fourteen (14) days of
the date of the Final Order; and
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kk. The OED Director and Respondent shall each bear their own costs incurred to date
and in carrying out the terms of this Agreement and the Final Order.

The foregoing is understood and agreed to by:

Oq/“ W SEP - 5 204

o JAMES O. PAYNE Date
Deputy General Counsel for General Law
United States Patent and Trademark Office

on behaif of

Michelle K. Lee
Deputy Under Secretary of Commerce for Intellectual Property
and Deputy Director of the United States Patent and Trademark Office

ce:  Director of the Office of Enrollment and Discipline
United States Patent and Trademark Office

Abbe David Lowell

Chadbourne & Parke LLP

30 Rockefeller Plaza, New York, NY 10112
Respondent’s Counsel

Christopher Man

Chadbourne & Parke LLP

1200 New Hampshire Ave N.W., Washington, DC 20036
Respondent’s Counsel
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE DIRECTOR OF THE
UNITED STATES PATENT AND TRADEMARK OFFICE

In the Matter of: )
Leonard Tachner, ; Proceeding No. D2014-22
Respondent g
)
FINAL ORDER

- Pursuant to 37 C.F.R. § 11.27(b), the Director of the United States Patent and Trademark ™

Oftice (“USPTO” or “Office”) received for review and approval from the Director of the
Office of Enrollment and Discipline (“OED Director”) an Affidavit of Resignation Pursuant to
37 C.F.R. § 11.27 executed by Leonard Tachner (“Respondent™) on June 2, 2014. Respondent
submitted the affidavit to the USPTO for the purpose of being excluded on consent pursuant to
37CFR.§11.27.

For the reasons set forth herein, Respondent’s Affidavit of Resignation shall be approved
and Respondent shall be excluded on consent from practice before the Office in patent,
trademark, and other non-patent matters commencing on the date of this Iinal Order.

Jurisdiction

Respondent of San Jose, California, is éregistered patent attorney (Reg. No. 26,344) and

is subject to the USPTO Rules of Professional Conduct, 37 C.F.R. § 11.101, ef seq.
See 37 C.F.R. § 11.19(a).}
Pursuant to 35 U.S.C. §§ 2(b)2XD) and 32 and 37 C.F.R. § 11.27, the USPTO Director

has the authority to approve Respondent’s Affidavit of Resignation and to exclude Respondent

! The USPTO Code of Professional Responsibility applies to practitioner misconduct
that occurred prior to May 3, 2013, while the USPTO Rules of Professional Conduct,
37 C.F.R. § 11.101 ef seq., apply to a practitioner misconduct that occurred after May 2, 2013,
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on consent from practice before the Office in patent, trademark, and other non-patent matters
before the Office.
Respondent’s Affidavit of Resignation
Respondent acknowledges in his June 2, 2014 Affidavit of Resignation that:
1. His consent is freely and voluntarily rendered, and he is not being subjected to

coercion or duress.

2. Heis aware that the OED Director opened an investigation of allegations that -~ =

that he violated the USPTO Rules of Professional Conduct, namely; OED File No. G2239. The
investigation concerned allegations, ixfer alia, that:

a. By Final Order dated April 12, 2013, Respondent was suspended for five years
from the practice of patent, trademark and other non-patent matters before the
USPTO for neglecting patent matters by allowing patents to expire for not timely
paying maintenance fees, fora failing to inform clients of important USPTO
correspondence and giving misleading information to clients about the status of
their patents. He also failed to conduct an inquiry reasonable under the
circumstances prior to signing and filing certain submissions with the USPTO;

b. By Final Order dated April 12, 2013, Respondent was granted limited recognition
to practice before the USPTO commencing on the date the Final Order and
expiring thirty (30) days after the date the Final Order is signed, with such limited

~ recognition being granted for the sole purpose of facilitating Respondent’s
compliance with the provisions of 37 C.F.R. § 11.58(b).

c. Respondent engaged in the unauthorized practice of law in the prosecution of U.S.
Trademark application nos. 85/906,074 and 85/906,085 by representing clients
before the USPTO while he was not authorized to do so; and

d. Respondent did not inform his clients or the trademark examiner in U.S.
Trademark application nos. 85/906,074 and 85/906,085 that he was not authorized
to represent the clients before the USPTO.

3. He is aware that the disciplinary complaint pending against him alleges that he
violated the following provisions of the USPTO Rules of Professional Conduct:

a. 37 C.F.R. § 11.804(a) {(proscribing engaging in conduct that is a violation of the
USPTO Rules of Professional Conduct),
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b. 37 C.E.R. § 11.804(c) (proscribing engaging in conduct involving dishonesty,
fraud, deceit, or misrepresentation);

c. 37 CF.R. § 11.804(d) (proscribing engaging in conduct that is prejudicial to the
administration of justice); and

d. 37 C.F.R. § 11.505 (proscribing the unauthorized practice of law).
4. Without admitting to any of the allegations at issue in the pending

disciplinary investigation or to violating any of the USPTO Rules of Professional Conduct,

 Respondent acknowledges that, if and when he applies for reinstatement under 37 CFR.§

11.60, the OED Director will conclusively presume, for the purpose of determining the
application for reinstatement, that (a) the allegations set forth in OED File No. G2239 and
USPTO disciplinary proceeding D2014-22 are true and (b) he could not have successfully
defended himself against such allegations.

3. Respondent has fully read and understands 37 C.F.R. §§ 11.5(b), 11.27,
11.58, 11.59, and 11.60, and is fully aware of the legal and factual consequences of
consenting to exclusion from practice before the USPTO in patent, trademark, and other
non-patent matters.

6. He consents to being excluded from practice before the USPTO in
patent, trademark, and other non-patent matters,

Exclusion on Consent

Based on the foregoing, the USPTO Director has determined that Respondent’s
Affidavit of Resignation complies with the requirements ot 37 C.F.R. § 11.27(a). Hence, it
is ORDERED that:

a. Respondent’s Affidavit of Resignation shall be, and hereby is, approved,

b. Respondent shall be, and hereby 1s, excluded on consent from practice before
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the Office in patent, trademark, and other non-patent matters commencing on the date of this
Final Order;
¢. The OED Director shall electronically publish this Final Order at the Office

of Enrollment and Discipline’s electronic FOIA Reading Room, which is publicly accessible

at_http://e-foia.uspto.gov/Foia/OEDReadingRoom.jsp:
d. The OED Director shall publish the following notice in the Official
Gazelte:

Notice of Exclusion on Consent

This notice concerns Leonard Tachner of San Jose California, a registered

patent attorney (Reg. No. 26,344). The Director of the United States Patent
and Trademark Office (“USPTO” or “Office™) has accepted Mr. Tachner’s
affidavit of resignation and ordered his exclusion on consent from practice
before the Office in patent, trademark, and other non-patent matters.

Mr, Tachner voluntarily submitted his affidavit at a time when a disciplinary
investigation was pending against him, The investigation concerned
allegations, inter alia, that:

a) By Final Order dated April 12, 2013, Respondent was suspended for five
years from the practice of patent, trademark and other non-patent matters
before the USPTO for neglecting patent matters by allowing patents to expire
for not timely paying maintenance fees, for failing to inform clients of
important USPTO correspondence and giving misleading information to
clients about the status of their patents. He also failed to conduct an inquiry
reasonable under the circumstances prior to signing and filing certain
submissions with the USPTO;

b) By Final Order dated April 12, 2013, Respondent was granted limited
recognition to practice before the USPTO commencing on the date the Final
Order and expiring thirty (30) days after the date the Final Order is signed,
with such limited recognition being granted for the sole purpose of facilitating
Respondent’s compliance with the provisions of 37 C.F.R. § 11.58(b).

¢) Respondent engaged in the unauthorized practice of law in the prosecution
of U.S. Trademark application nos. 85/906,074 and 85/906,085 by
representing clients before the USPTO while he was not authorized to do so;
and

d) Respondent did not inform his clients or the trademark examiner in U.S.
Trademark application nos. 85/906,074 and 85/906,085 that he was not
authorized to represent the clients before the USPTO.
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The disciplinary investigation concerned allegations that Respondent violated
the following provisions of the USPTO Rules of Professional Conduct:

a. 37 C.I.R. § 11.804(a) (proscribing engaging in conduct that is a violation of
the USPTO Rules of Professional Conduct);

b. 37 C.I'.R. § 11.804(c) (proscribing engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation);

c. 37 C.IF.R. § 11.804(d) (proscribing engaging in conduct that is prejudicial

to the administration of justice); and

d. 37 C.F.R. § 11.505 (proscribing the unauthorized practice of law).

While Mr. Tachner did not admit to any of the allegations at issue in the
pending disciplinary investigation or to violating any of the Disciplinary Rules
of the USPTO Code of Professional Conduct, he acknowledged that, if and

“ihén he applies for teinstatement, the OFD Director will concliisivaly " =

presume, for the purpose of determining the application for reinstatement, that
(i) the allegations set forth in OED File No. G2239 and USPTO disciplinary
proceeding D2014-22 are true, and (ii) he could not have successfully
defended himself against such allegations.

This action is taken pursuant to the provisions of 35 U.S.C. §§ 2(b)(2)(D)
and 32, and 37 C.F.R. §§ 11.27 and 11.59. Disciplinary decisions involving
practitioners are posted for public reading at the Otfice of Enrollment and
Discipline Reading Room, available at:
hitp://e-foia.uspto.gov/Foia/OEDReadingRoom.]sp.

e. Respondent shall comply with 37 C.F.R. § 11.58;

f.  The OED Director shall comply with 37 C.F.R. § 11.59;

g.  Respondent shall comply with 37 C.F.R. § 11.60 upon any request for
reinstatement;

h.  The OED Director and Respondent shall bear their own costs incurred to date;
and
in carrying out the terms of this agreement

i. USPTO Disciplinary Proceeding No. D2014-22 is hereby dismissed.

(only signature page follows}
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JUN 30 2014 Q/M\L} b 5’“’}/1\(/
Date S O. PAYNE
eputy General Counsel for General Law
ited States Patent and Trademark Office
N

on behalf of

Michelle K. Lee

Deputy Under Secretary of Commerce for Intellectual
Property and Deputy Director of the United States Patent and
Trademark Office

ccCl

Director of the Office of Enrollment and Discipline
U.S. Patent and Trademark Oftice

Cameron Weiffenbach

Miles & Stockbridge, P.C.
1751 Pinnacle Drive, Suite 500
Mclean, Virginia 22102
Respondent’s counsel
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A joint opinion by three New Jersey Supreme Court committees has blacklisted three
web-based services that match litigants with attorneys because of concerns over
illicit fee-sharing and referral fees.

Awvo facilitates improper fee-splitting, while LegalZoom and Rocket Lawyer operate
legal service plans that aren't registered with the judiciary, according to the June 21
opinion, issued by the Advisory Committee on Professional Ethics, the Committee on
Attorney Advertising and the Committee on the Unauthorized Practice of Law.

The opinion decrees that “New lersey lawyers may not participate in the Avvo legal
service programs because the programs improperly require the lawyer to share a
legal fee with a nonlawyer in violation of Rule of Professional Conduct 5.4(a), and pay
an impermissible referral fee in violation of Rule of Professional Conduct 7.2(c) and
7.3(d).”

It adds: “The Committees further nd that LegalZoom and Rocket Lawyer appear to
operate legal service plans through their websites but New Jersey lawyers may not
participate in these plans because they are not registered with the Administrative
O ce of the Courts in accordance with Rule of Professional Conduct 7.3(e)(4)(vii).”

All three companies have defended their services.

The New Jersey State Bar Association sent an inquiry to the ACPE, asking whether
lawyers may “participate in certain online, non-layer, corporately owned services,”
and named Awvo, LegalZoom and Rocket Lawyer speci cally.

According to the opinion, Avwo o ers “Avvo Advisor"—through which customers buy
15-minute phone conversations with a lawyer for a $40 at rate, of which Avvo keeps
a $10 marketing fee—and “Avvo Legal Services,” which allows customers to pay at
fees to Avvo for legal services provided by a liated lawyers, after which Avvo pays
the lawyer but keeps a marketing fee.
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LegalZoom o ers a monthly subscription to legal services for a at fee, through

“Business Advantage Pro” and “Legal Advantage Plus,” through which customers get

30-minute phone consultations with lawyers of their choosing, or the “ rst available”

lawyer. Lawyers do not pay to participate in LegalZoom, and LegalZoom keeps its
Wy Wy paytop P 9 9 P THE AMERICAN LAWYER

subscription fees, the committees said. /AMERICANLAWYER/
Rocket Lawyer, which o ers “limited legal advice on document-related matters” and

a free 30-minute phone consultation, does not take payments from lawyers to join—

though the lawyers “agree to o er a discounted fee for additional services"—and

does not share its subscription fees with the lawyers, according to the opinion.

LegalZoom and Rocket Lawyer's services “appear to be legal service plans,” which are
permissible under RPC 7.3(e)(4), but “as of the date of this Joint Opinion ... neither
organization has registered a legal service plan with the Administrative O ce of the
Courts,” the committees said.

The Avvo plans have a di erent problem, according to the opinion: They are “pay-for-
service plans,” and the company's business model violates RPC 5.4(a), which
prohibits fee-sharing.

“The participating lawyer receives the set price for the legal service provided, then
pays a portion of that amount to Avvo,” the committee said. “The label Avvo assigns
to this payment (“marketing fee”) does not determine the purpose of the fee. ... Here,
lawyers pay a portion of the legal fee earned to a nonlawyer; this is impermissible
fee sharing.”

The committees found that the LegalZoom and Rocket Lawyer models do not violate
the fee-sharing stricture.

The opinion also holds that marketing fees lawyers pay to Avvo are not for
advertising but amount to an “impermissible referral fee” by the de nition contained
in RPCs 7.2(c) and 7.3(d).

“When the lawyers pay a fee to the company based on the retention of the lawyer by
the client or the establishment of an attorney-client relationship, the answer to the
inquiry is simple: the company operates an impermissible referral service,” the
committees said.

On the bright side for Avvo, the committees did nd that its model does not “unduly
interfere with a lawyer's professional judgment in violation of Rule of Professional
Conduct 5.4(c)” by limiting the scope of representation.

“Avvo does not insert itself into the legal consultation in a manner that would
interfere with the lawyer’s professional judgment,” they said. “As for LegalZoom and
Rocket Lawyer, Inquirer suggested that lawyers may be constricted in the service
they provide for clients in the limited phone consultations. Again, however, this is the
nature of legal service plans.”

The committees also found that Avvo's practice of holding the lawyer's fee until the
service is provided violates an attorney's requirement to maintain a registered trust
account per Rule 1:28(a)-2.

Avvo submitted a response contending that it wasn't giving referrals and its
marketing fee is a separate transaction—meaning that it doesn't amount to fee-
sharing. The company also “claimed to be serving a public purpose of improving
access to legal services,” according to the opinion.

“The Committees acknowledge that improving access to legal services is
commendable, but participating lawyers must still adhere to ethical standards,” they
said.

The opinion also dispensed with the notion that Avvo is engaged in commercial
speech that's protected by the First Amendment.

The committees noted that Avvo's business model has been found to violate ethics
standards in Pennsylvania, South Carolina and Ohio.

LegalZoom submitted a response emphasizing that its employees don't o er legal
services, and has a contract with a New Jersey rm to which it pays a monthly fee
based on the number of participants in the service plan. The opinion does not
identify the name of the rm. Judiciary spokeswoman Winnie Comfort said any
documents identifying the rm are con dential.

Rocket Lawyer, too, submitted a response, stating that the actual legal services are
provided by independent lawyers, who are “paid an undisclosed sum by Rocket

Lawyer for participation in the ‘Q&A Service,” according to the opinion.
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Avvo Chief Legal O cer Josh King said in a statement that the company is “happy the
Committees concluded that Avvo Legal Services doesn't interfere with the
independent professional judgment of lawyers, but disappointed that the
Committees focused solely on mechanistic application of the rules rather than what
the law requires: consumer protection and respect for the First Amendment.”

He added: “Avvo is attempting to address the pressing need for greater consumer
access to justice, and we will continue to do so despite this advisory opinion.”

Rocket Lawyer, through a spokeswoman, declined to comment on the opinion.

A representative of LegalZoom, reached by email, did not provide comment by press
time.

NJISBA President Robert Hille issued a statement saying the association “has in recent
years frequently expressed concern about the growing number of organizations that
have sought to open the door to fee sharing, which could interfere with a lawyer's

independent professional judgement.”

The NISBA sent the inquiry “since many of our colleagues have taken advantage of
the services some companies o er, without a thorough vetting of how they comport
with the ethics rules,” added Hille, of McElroy, Deutsch, Mulvaney & Carpenter in
Morristown. “The association will continue to monitor developments as these issues
evolve and will provide guidance to its members.”

The opinion was accompanied by a notice to the bar, which included an appendix
listing 46 legal service plans that are registered in the state, including plans o ered
through labor unions, government entities and corporations.

Contact David Gialanella at dgialanella@alm.com.On Twitter: @dgialanellanjlj.
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The Delaware Court of Chancery on Monday dismissed an
investor suit stemming from a con icted transaction that
extended power giant NRG Energy's control over a subsidiary,

nding that minority shareholders had overwhelmingly
approved the deal.
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